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Art Unit: 3752 

DETAILED ACTION 

Election/Restrictions 

1. Claims 16-21 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being- drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 08/27/2009 
on the response to the original restriction dated 02/27/2009. 

2. Applicant's election with traverse of restriction of invention I (claims 1-13) and invention 
III (claims 16-21) in the reply filed on 08/27/2009 is acknowledged. The traversal is on the 
ground(s) that the invention falling into different sub-classes is not fully dispositive and there is 
no substantial burden on the examiner in reviewing the two sets of claims. Further the claims 
considerably overlap and scope and may be used together. This is not found persuasive 
because The inventions have separate status in the art with respect to their different 
classifications of sub classes, with divergent subject matter wherein claims 1-13 only requires a 
spray electrode with a focus, and claims 16-21 requiring a pulse pressure wave for the purpose 
of cleaning the electrode, thus require different field of searches and the prior art that would 
read on claim 1 would not read on claim 16. 

3. Furthermore, claim 1 and 16 are mutually exclusive from each other with both claiming 
the capillary electrode, and reference electrode, but claim 1 does not claim a mechanism for 
applying a pulsed pressure wave of claim 1 6, and vice versa claim 1 6 does not claim the focus 
of the electrode of claim 1, thus they do not overlap each other making the scope of the claimed 
subject matter different. 

The requirement is still deemed proper and is therefore made FINAL. 
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4. With respect to claims 6-1 1 that are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
11/23/2009. 

5. Applicant's election with traverse of the species restriction in the reply filed on 

1 1/23/2009 is acknowledged. The traversal is on the ground(s) that examiner has not shown 
two-way distinctness and reasons for insisting on restriction (i.e. serious search burden). This is 
not found persuasive because examiner has identified the various species as well as linked the 
particular claims associated with the particular species. While some of the species had 
overlapping claims, such as species IV-VI, many of the embodiments involve a different type of 
focus (a rod) or a complete redefining of what exactly the focus is such as the point on the 
electrode closest to the reference electrode or the point on the electrode furthest from the 
reference electrode. Each of the species disclosed in the restriction require an entirely different 
search strategy in order to define the various embodiments disclosed in the figures. None of the 
embodiments disclosed in the claim would merely be an obvious variation, for example a 
relocation of parts.. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

6. Claim 1 3 is objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim 12. See MPEP § 608.01(n). Accordingly, the claim has not been 
further treated on the merits. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1 and 4-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, it's unclear how the rod is attached to the spray 
electrode. Claim 1 states, "the spray electrode has a focus," and Claim 4 states, "...the focus is 
a rod adjacent the spray electrode..." It is unclear how a rod adjacent to the spray electrode is 
part of the spray electrode as claimed in independent claim 1 . For examination purposes, 
examiner will examine the rod according to claim 1, assuming that the rod is an integral portion 
of the spray electrode and adjacent to the main part of the spray electrode body. 

9. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Specifically it's unclear what applicant is intending to claim as the claim does not 
seem to any further disclose any structure than what was previously disclosed in claim 1 . Claim 
13 merely includes the limitations of a spray electrode for an electrostatic spray device, which 
was previously disclosed in claim 1 "An electro static spray device comprising a capillary spray 
electrode..." 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

11. Claims 1-5 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent #3,735,925 to Benedek et al. 

Benedek et al discloses an electrostatic spraying device comprising a capillary spray 
electrode (electrode (1)) having a spraying end (See Figure 1, downstream end to which end 
piece (6) is attached), and a reference electrode (counter-electrode (4)), the electrodes being 
connected in use across a generator (power source (2)) in order to establish an electric field 
between the electrodes and cause fluid in the capillary (space between electrode (1) and 
dielectric material (5)) to be sprayed from the spray electrode, wherein the spray electrode has 
a focus (end piece (6) is attached to the spray electrode) that defines a point at which the 
electric field is focused (end (9), See Figure 1) on the spraying end, wherein the focus is a rod 
(end piece 6 is a hollow tapered cylindrical rod) that extends beyond the front surface of the 
spraying end in a direction parallel to the longitudinal axis of the spray electrode, where the end 
(downstream portion of end piece (6)) has a radius of curvature less than that of the spray 
electrode (end portion of end piece (6)) is narrower than the cylinder of electrode (1 ) to which it 
is connected). The spraying device further including a reservoir in fluid communication with the 
spray electrode (via supply line (7)) 

12. Claims 1-2, 4, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent #6,776,844 to Yonekura et al. 

Yonekura et al. discloses an electrostatic spraying device (See Figure 1 1 ) comprising a 
capillary spray electrode (flying electrode (3)) having a spraying end (at tip 3-1 region), and a 
reference electrode (Control electrode (32-1 )), the electrodes being connected in use across a 
generator (voltage applying circuit (50)) in order to establish an electric field between the 
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electrodes and cause fluid in the capillary to be sprayed from the spray electrode (sprays in the 
form of a stringy solution beam), wherein the spray electrode has a focus (tip (3-1)) at which the 
electric field is focused on the spraying end. The focus being a rod adjacent to the spray 
electrode (tip (3-1) is integral to the spray electrode but adjacent to the main body portion held 
by electrode holder (4)) extending beyond a front surface (extends beyond the front surface of 
the electrode holder) in a direction parallel to the longitudinal axis of the spray electrode. The 
device further including a reservoir (container (7)) in fluid communication with the spray 
electrode. 



Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent #6,776,844 to Yonekura et al. 

Yonekura discloses the invention as described above including the rod being rounded, 
however fails to disclose the radius of curvature being less than that of the spray electrode. 
However, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to create a tip-section of smaller diameter, since it has been held that 
discovering an optimum value of a results effective variable involves only routine skill in the art. 
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Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. U.S. Patent #4,788,016 to Colclough et al. disclose an electrostatic spray device 
with similar components including a focus. U.S. Patent #4,830,872 to Grenfell discloses an 
electrostatic coating blade including a strip of material mounted on the external portion of the 
electrode for focusing the electric field. 

16. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to JUSTIN JONAITIS whose telephone number is (571)270-5150. The 
examiner can normally be reached on Monday - Thurs 6:30am - 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on (571 )272-1 184. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/JUSTIN JONAITIS/ 
Examiner, Art Unit 3752 

/Dinh Q Nguyen/ 

Primary Examiner, Art Unit 3752 



